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Where Does Patent Law Come From? 

Article I Article II Article III 

Title 37 C.F.R. (U.S. Patent 

Office) 

Title 35 U.S.C. (Substantive 

patent law) 

Supreme Court 

Patent Trial & Appeal Board (U.S. 

Patent Office) 

Title 28 U.S.C. (Judicial issues) U.S. Court of Appeals for the 

Federal Circuit 

U.S. Int’l Trade Commission U.S. District Courts 

To promote the Progress of Science and useful Arts, by securing for 

limited Times to Authors and Inventors the exclusive Right to their 

respective Writings and Discoveries; 
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Federal Circuit: Unique Court in a Period of Stability 

Prost - 2001 

Newman - 1984 

Lourie - 1990 

Dyk - 2000 

Moore - 2006 

O’Malley - 2010 

Reyna - 2011 

Wallach - 2011 

Taranto - 2013 

Chen - 2013 

Hughes – 2013 

Stoll – 2015 

Senior: Mayer, Plager, Clevenger, Schall, Bryson, Linn 
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Ex parte prosecution 

Ex parte reexams 

Reissues 

Interferences 

Inter partes reexams 

AIA: IPRs and CBMs Alice v. CLS Bank 
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Federal Circuit Case Distribution 

2006 2019 
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PTAB Appeals 

• ~75% affirmance rates 

• Heavy reliance on Rule 36 

(pay attention in oral 

argument) 

• Aggressive consolidation 

• Scanning for major issues 
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Major 2019-20 Decisions 

Supreme Court 

• Helsinn v. Teva 

• Return Mail v. U.S.P.S. 

• Peter v. NantKwest 

• Thryv v. Click-to-Call 

 

 

 

en banc CAFC 

• None, although there have been some 

significant dissents from denial of 

rehearing, e.g.: 

• Athena v. Mayo 

• In re Google 

• HZNP v. Actavis 

• Arthrex v. Smith & Nephew 
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Major Expected 2020 Decisions 

Supreme Court 

• No patent cases 

• Oracle v. Google (copyright) 

en banc CAFC 

• None 
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5-year moving average –  

Supreme Court (green triangles) vs.  

en banc CAFC (red squares) 
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2020-21 Possibilities 

Supreme Court en banc CAFC 

• None? 

• Hot issues continue to be post-grant 

procedural issues and patentable subject 

matter 

• Thryv may remove some interesting 

cases from the docket (e.g., Facebook v. 

Windy City) 

 

 

 

 

 

 

• Arthrex v. Smith & Nephew 

• Hikma v. Vanda 

• RPX v. Chanbond 

• Ariosa v. Illumina 

• HP v. Berkheimer 

• Texas Advanced v. Renesas 

• Saint Regis Mohawk v. Mylan 

• Athena v. Mayo 

 

 

 

CVSG 

CVSG 

CVSG 

CVSG 

CVSG 
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Supreme Court Still Shopping? 

Highest number of pending CVSGs in patent cases ever last year 
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Patentable Subject Matter 

• 227 year struggle to precisely define patentable subject 

matter 

 

• Pendulum has swung wildly over the years 

 

• Basic premise has remained the same: not all inventions 

are patentable 
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Patentable Subject Matter 

• Supreme Court 1981-2014: Five § 101 cases 

 

• Four between 2010 and 2014 

 

• 1981: last time the Supreme Court found patentable 

subject matter 
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Patentable Subject Matter 

• Federal Circuit 2014-2019: 103 section 101 cases 

 

– Non patentable subject matter: 81 cases 

 

– Patentable subject matter: 22 cases 
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Patentable Subject Matter 
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Patentable Subject Matter 

• The statute has not changed much since 1793 

 

• 35 U.S.C. § 101 (1952) 

 

Whoever invents or discovers any new and useful process, 

machine, manufacture, or composition of matter, or any new and 

useful improvement thereof, may obtain a patent therefor, subject 

to the conditions and requirements of this title. 
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Patentable Subject Matter 

• Abstract ideas, laws of nature, and natural phenomenon  

are not themselves patentable 

 

• Where is the dividing line? 

 

• Flash points: isolated genes; diagnostic methods; 

methods of administering therapy; computer programs; 

methods of doing business 
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Patentable Subject Matter 

• Alice is the last Supreme Court pronouncement on § 101 

 

• Fast forward to 2019 – where are we? 

 

• Recent PTO guidelines favorable to patent applicants 

 

• Legislative proposals to address the issue 
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Patentable Subject Matter 

• The “Alice/Mayo” test: (Alice 2014; Mayo 2012) 

 

Step 1) determine whether the claims are directed to an abstract 
idea, a law of nature or a natural phenomenon (i.e., a judicial 
exception).  

 

Step 2) if the claims are directed to a judicial exception, 
determine whether the claim recites additional elements that 
amount to significantly more than the judicial exception, i.e., do 
they recite an “inventive concept“?  

 

 22 



Patentable Subject Matter 

• Federal Circuit still trying to explain the concepts of the two steps.  

 

• Selected 2019 Federal Circuit cases to be discussed today: 
 

 

 SRI Int’l, Inc. v. Cisco Systems, Inc. 

 Koninklijke KPN N.V. v. Gemalto M2M GmbH 

 Solutran, Inc. v. Elavon, Inc. 

 American Axle & Mfg., Inc. v. Neapco Holdings, LLC 

 Endo Pharma. Inc. v. Teva Pharma. USA, Inc. 
 Athena Diagnostics, Inc. v. Mayo Collaborative Services, LLC 
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Patentable Subject Matter 

SRI Int’l, Inc. v. Cisco Systems, Inc.  930 F.3d 1295 (2019) 

 

• Computer-automated method uses network monitors to detect 
suspicious network activity based upon an analysis of network traffic 
data; generates reports of the suspicious activity.   

• Alice Step 1: not abstract. 

• “The claims are directed to using a specific technique – using a 
plurality of network monitors that each analyze specific types of data 
on the network and integrating reports from the monitors – to solve a 
technological problem arising in computer networks: identifying 
hackers or potential intruders into the network.” 
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Patentable Subject Matter 

Koninklijke KPN N.V. v. Gemalto M2M GmbH  942 F.3d 1143 (2019) 

 

• A “check data” device that varies the way check data is generated for data 
transmission so that the same defective check data does not continue to 
be produced for the same type of persistent systematic error.   

• Alice Step 1: not abstract. 

• The claims “are patent-eligible because they are directed to a non-
abstract improvement in an existing technological process (i.e., error 
checking in data transmissions).” They “recite a specific implementation of 
varying the way check data is generated that improves the ability of prior 
art error detection systems to detect systematic errors.” 
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Patentable Subject Matter 

Solutran, Inc. v. Elavon, Inc.  931 F.3d 1161 (2019) 

 
• A method for electronically processing paper checks, including capturing 

checks at the point of purchase, depositing money into a merchant’s 
account; the image of the check is matched up to a data file. 

• Alice Step 1: “Claims are directed to the abstract idea of crediting a 
merchant’s account as early as possible while electronically processing a 
check.” 

• Alice Step 2: the claims do not purport to improve the functioning of the 
computer or effect an improvement in any other technology. “[T]he claims 
do not contain an inventive concept sufficient to transform this abstract 
idea into a patent-eligible application.”   

26 



Patentable Subject Matter 

American Axle & Mfg., Inc. v. Neapco Holdings, LLC   939 F.3d 1355 
(2019) 

 

• A method of manufacturing propeller shafts with a liner, and 
tuning the liner to attenuate vibration transmitted through 
shaft assembly. 

• Alice Step 1: the claims are directed to the utilization of a 
natural law (Hooke’s law) “without the benefit of instructions 
on how to do so.”  

• Alice Step 2: “[N]othing in the claims qualifies as an ‘inventive 
concept’ to transform the claims into patent eligible matter.”  
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Patentable Subject Matter 

Endo Pharma. Inc. v. Teva Pharma. USA, Inc.  919 F.3d 1347 (2019) 

 

• A method of using oxymorphone to treat pain in patients with 
impaired kidney function, that uses less oxymorphone than 
usual to achieve a similar level of pain management.   
 

• Alice Step 1: not directed to natural law or phenomenon. 

• “The claims in this case are directed to a new treatment for an 
ailment, albeit using a natural law or phenomenon.” 
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Patentable Subject Matter 

Athena Diagnostics, Inc. v. Mayo Collaborative Services, LLC   927 F.3d 
1333 (2019) 

 

• Methods for diagnosing neurological disorders by detecting antibodies to a 
protein called muscle-specific tyrosine kinase (“MuSK”).   

• Alice Step 1: claims are directed to a natural law: “the correlation between 
the presence of naturally-occurring MuSK autoantibodies in bodily fluid 
and MuSK-related neurological diseases.” 

• Alice Step 2: the claims “are directed to a natural law because the claimed 
advance was only in the discovery of a natural law, and that the additional 
recited steps only apply conventional techniques to detect that natural 
law.” 
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Patentable Subject Matter: What’s Next? 

• Patent owner position has been improving thanks to 

recent Federal Circuit rulings and PTO guidance 

 

• Supreme Court could reverse that course 

 

• Congress could change everything 

 

§ 
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Patentable Subject Matter: 2020 Preview 

• Ericsson Inc. v. TCL Communication Tech. Holdings (April 14, 2020)  

• method and system for limiting and controlling access to 
resources in a tele-communications system. 

• “directed to the abstract idea of controlling access to, or limiting 
permission to, resources.”   

• Cardionet, LLC v. Braemar Mfg., LLC (April 17, 2020) 
• device for detecting and reporting the presence of atrial fibrillation or 

atrial flutter in a patient.  

• “directed to an improved cardiac monitoring device and not to an abstract 
idea." 
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Article I – Article III Clash 

vs. 

• Award patents 

• Decide who invented first 

• Revisit and revise 

patents 

• Invalidate patents 

• Construe claims 

• Interpret statutes 

• Adjudge infringement 

• Adjudge validity 

• Enter injunctions 

• Award damages 

• Construe claims 

• Interpret statutes 
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The USPTO Taking the Lead on Procedural Modifications 

• New trial procedures with additional rights for patent 

owners 

• End of BRI (same claim construction standard as courts) 

• New post-Aqua Products amendment rules 

• Increased use of discretionary denials 

• Use of the POP to create precedential legal 

interpretations 

• Aggressive procedural and substantive guidance 
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Article I – Article III Clash 

• The USPTO vs. Courts 

• Who determines validity? 

• In what order do cases 

go? 

• Who interprets statutes? 

• What if they disagree? 

• Who is really in charge 

of the patent system? 

vs. 
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Article I – Article III Clash 

Annual Citations to the APA by the CAFC 
• Zurko (1999) – APA 

applies to the 

USPTO 

 

• 2016-2020 – Most 

Supreme Court 

patent cases are 

APA-related 

36 



Retroactive IPRs Are Constitutional (Follows Oil States) 

Celgene Corp. v Peter 
 

• “[W]e hold that the retroactive application of IPR proceedings to pre-AIA patents is 

not an unconstitutional taking under the Fifth Amendment.” 

• “Patent owners have always had the expectation that the validity of patents could be 

challenged in district court. For forty years, patent owners have also had the 

expectation that the PTO could reconsider the validity of issued patents on particular 

grounds, applying a preponderance of the evidence standard. Although differences 

exist between IPRs and their reexamination predecessors, those differences do not 

outweigh the similarities of purpose and substance and, at least for that reason, 

do not effectuate a taking of Celgene’s patents.” 
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IPR – Constitutional Issues 

Arthrex, Inc. v. Smith & Nephew 
 

• PTAB Administrative Patent Judges (APJs) are principal officers under the statute, 
and would need to be appointed by the President with the consent of the Senate. 

• Only 2 PTO officers are appointed by the President, and they do not have 
independent authority to review PTAB decisions before opinions issue. 

• APJs are unconstitutionally appointed. 

• Federal Circuit solved the issue by severing a portion of the statute that restricted 
the removal of APJs.   

• Vacated and remanded case to a new panel. 

• Appointments clause issues can be considered on appeal even if not raised below. 
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IPR – Constitutional Issues 

Arthrex, Inc. v. Smith & Nephew - en banc denied 

 

• Moore (joined by O’Malley, Reyna, Chen) – Concurring.  This primary concurrence supported the panel decision that the 

outcome (APJs unconstitutionally appointed), remedy (severing removal protections) are both correct.  The key reasoning 

for the first aspect is USPTO Director’s inability to simply alter final written decisions of the PTAB.  The key reasoning for the 

second is that, while other remedies are plausible, severing the removal protections disturbed the least of the statutory plan. 

• O’Malley (joined by Moore and Reyna) – Concurring.  This opinion mainly rebuts Judge Dyk’s opinion that severing renders 

past APJ decision constitutional.  Must have been that Judge Chen didn’t agree with this, hence the separate opinion.  The 

opinion reasons that severance is forward-looking fix, and notes, by the way, that the Government agreed with that view. 

• Dyk (joined by Newman, Wallach, and Hughes as to part) – Dissenting.  The decision mainly focuses on the severance 

remedy being wrong.  The opinion proposes as an alternative simply staying all affected proceedings until Congress takes 

action.  (The concurrence responded to that—Congress is free in any event to modify the severance remedy as well.) 

• Hughes (joined by Wallach) – Dissenting.  Argues that the APJs should be considered inferior officers 

• Wallach – Dissenting.  Focuses on the Director’s ability to select panels and the precedential panel authority. 
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IPR – Bigger Picture of Arthrex 

Facebook v. Windy City 

• Can you join after the time bar? 

– No. 

• Can you join your own petition 
(“new issues”)? 

– No. 

• Strategic implications for IPRs 
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Implications of Facebook v. Windy City 

Battle for Power 

 

• Precedential Opinion Panels (Proppant) 

• Level of deference afforded (Chevron, Skidmore, etc.) 

• Interaction with Arthrex 

• Will this decision survive Thryv? 
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Click-To-Call v. Ingenio (later, Thryv) 

42 



Dex Media (later, Thryv) v. Click-To-Call 
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Wi-Fi v. Broadcom – en banc 

Reviewability 
of institution: 
One of the 
first and most 
vexing issues 
courts have 
faced with the 
AIA 

Versata, 
Achates, etc. 
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Thryv v. Click-To-Call 
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Thryv v. Click-To-Call 

• How will PTAB handle time bar 
disputes? 

• How will PTAB handle voluntary 
dismissals? 

• Are Versata CBM disputes 
appealable? 

• Is Facebook v. Windy City in danger? 

• Is any review possible, ever? 

 

Time bar NOT reviewable 

Expansive reasoning 

46 



Wi-Fi on remand: privy/RPII 

• Typical scenario: 

– PO sues defendants 

– Indemnitor files IPR more than 1 year later 

– Cooperative, but not necessarily controlling, relationship 

– No privity/RPII (Reyna dissented) 

• Green light for PTAB to block discovery and time-bar 

challenges in this area 
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Applications in Internet Time v. RPX (en banc denied) 

• 2-1 decision spanning 55 pages of opinions 
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IPR Practice - Time Bar 

Game and Tech. Co., Ltd. v. Wargaming Group Ltd. 

942 F.3d 1343 (Fed. Cir. Nov. 19, 2019)  

 

• Section 315 provides one year time bar after being “served with a complaint.” 

• “Served with a complaint” for the purposes of section 315 means presented or delivered in a manner 
prescribed by law. 

• Board can consider whether service complies with Fed.R.Civ.P. 4, and cannot simply rely on a District 
Court determination, as improper service might never be raised. 

• Here service was attempted in the UK and Cyprus, and the Board properly concluded that the lack of 
signature and seal rendered the UK service non-compliant with Rule 4(a) and the that fact that the clerk 
did send the summons rendered the Cyprus service non-compliant. 

• IPR was not time barred. 
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IPR Practice – Time Bar 

Power Integrations, Inc. v. Semiconductor Components Indus. LLC 
926 F.3d 1306 (Fed. Cir. June 13, 2019) 

 

• Power Integrations sued Fairchild for infringement. 

• SCI entered into an agreement to merge with Fairchild.  
While the merger was pending, SCI filed an IPR against Power 
Integrations.  The merger then closed several months later, and four days 
later, the IPR was instituted. 

• “[W]e hold that this IPR was time barred by § 315(b) because Fairchild 
was an RPI [Real Party in Interest] at the time the IPR was instituted, 
even though it was not an RPI at the time the petition was pending.” 
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IPR Practice - Time Bar 

Acoustic Technology, Inc. v. Itron Networked Solutions, Inc. 
 (Nos. 2019-1059, -1060, -1061, ___ F.3d ___ (Fed. Cir. Feb. 13, 2020) 

  

• Patent Owner had waived argument that claims were time-barred by Section 315 
because they were not raised in the IPR. 

• IPR timely filed in 2015.  Petitioner subsequently merged with Itron, and listed Itron 
as a real party in interest.  Itron would have been time-barred from filing an IPR 
under section 315. 

• Seven months later, PTAB found claims invalid.   
Patent Owner raised time bar issue on appeal. 

• Held: Section 315 is not jurisdictional, and can be waived. Patent Owner had waived 
section 315 arguments by not raising them at the PTAB.   
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PTAB Practice - Indefiniteness 

Samsung Elec. Am. Inc. v.  Prisua Elec., Inc.  
 

• Samsung contended that the IPR statute authorizes the PTAB 
to cancel challenged claims for indefiniteness.   

 

• Held:  PTAB does not have authority to cancel claims due to 
indefiniteness in an IPR. 

 

• Indefiniteness is simply another ground for invalidation in an 
appropriate forum (e.g., not an IPR), and should not preclude 
PTAB from analyzing § 102 or § 103 arguments. 
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PTAB Practice - New Arguments by PTAB 

In re IPR Licensing Inc.  
 

• Case on appeal for the second time after previous remand to 
PTAB after vacating the PTAB’s obviousness finding due to a 
lack of motivation to combine.    

• PTAB then relied upon prior art for the motivation to combine 
that was not part of the institution grounds.   

• Held:  PTAB cannot rely on evidence related to grounds that 
were not the basis of institution. 
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PTAB Practice – Sovereign Immunity 

Regents of the University of Minnesota v. LSI Corp. 
 

• “IPR represents the sovereign’s reconsideration of the 
initial patent grant, 
and the differences between state and tribal sovereign 
immunity do not warrant a different result than in Saint 
Regis.”  

• “We therefore conclude that state sovereign immunity 
does not apply to IPR proceedings.”  
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PTAB Practice - New Arguments by PTAB 

Koninklijke Philips N.V. v. Google, Inc.  
 

• IPR petition had raised 2 grounds – anticipation in light of SMIL reference 
and obviousness in light of the same SMIL reference in view of general 
knowledge.  The PTAB also exercised its discretion to add a third ground, 
combing the SMIL reference with background art (Hua) discussed in the 
Petition. 

 

• Held:  The petition determines the scope of the IPR.  
PTAB cannot add grounds not alleged. 

 

• However, PTAB may consider the general knowledge in the art to supply a 
missing claim limitation.  
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PTAB Practice - Arguments in Reply 

Apple Inc v. Andrea Elec. Corp. 
 

• PTAB determined Apple was raising new argument of unpatentability in its reply by 
referring to a portion of a reference that was not described in the petition and 
refused to consider it. 

• Federal Circuit disagreed, stating that Apple “merely demonstrated another example 
of the same algorithm” and it was unreasonable to require Petitioner to address all 
possible permutations of an algorithm in its petition or risk waiver.  

• Arguments were also responsive to the Patent Owner’s reply.  

• Remanded decision to PTAB to consider arguments Apple made in reply. 

•   
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Return Mail v. USPS – Supreme Court 

Answer: No. 

 

Very few IPRs 
brought by agencies 

57 



Overview 

Patentable Subject 

Matter 

Review and Control of 

the Patent Trial & 

Appeal Board 

Patent Litigation 

58 



Venue 

• Assuming that personal jurisdiction is present, where can 

an entity be sued? 

 

 

59 



Venue 

• TC Heartland: Resides = State of incorporation 

 

• But what constitutes a “regular and established place of 

business”? 

 

• In re Cray (2017): three part test: the defendant must have (1) a 

physical location in the district, (2) a regular and established 

place of business in the district, and (3) the physical location and 

business be those of the defendant, not merely its employees. 
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Venue 

In re Google LLC  No. 2019-126 (Feb. 13, 2020) 

 
• Google servers installed in data centers owned and operated by third-party internet 

service providers (ISPs) in the Eastern District of Texas (ED TX) 

• Lower court: the servers constitute a regular and established place of business for 

Google. Venue in ED TX is appropriate  

• Federal Circuit: a “regular and established place of business” requires a physical, 

geographical location where the business of the defendant is carried out and a 

regular physical presence of an employee or agent conducting the defendant’s 

business at the alleged place of business. 

• ISPs are not agents of Google, even though, per the contracts, Google may request 

that the ISP perform certain services. 
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Infringement 

 

• Two types of “direct” infringement 

 

– Literal Infringement 

 

– Infringement under the doctrine of equivalents 

 

– Doctrine of equivalents has also been a pendulum 
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Direct Infringement –Doctrine of Equivalents 

• Doctrine of equivalents has been narrowed significantly 

 

• Use of “vitiation” and estoppel have the limited doctrine 

 

• May be seeing some relaxation of the limitations 

 

• Counseling on infringement issues can be a challenge 
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Direct Infringement - Doctrine of Equivalents  

Pharma Tech. Solutions. Inc. v. Lifescan, Inc.  942 F.3d 1372 (2019)  

• Appeal of summary judgment of non-infringement of claims related 
to glucose monitoring systems for home use. 

• Federal Circuit: Affirmed. Narrowing of claims via amendment may 
be presumed to be a general disclaimer. Prosecution history 
precludes application of DOE.  

• Presumption may be overcome if (1) equivalent not foreseen at the 
time; (2) the rationale for the amendment had no more than 
tangential relationship to the alleged equivalent; or  (3) there were 
other reasons the patentee would not have been expected to have 
described the infringing substitute. 
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Direct Infringement - Doctrine of Equivalents  

Ajinomoto Co. v. International Trade Commission  932 F.3d 1342 (2019) 

  

• Appeal from ITC determination of infringement. 

• Claims in one set of alternative claim sets amended (narrowed) during 
prosecution.  

• Complainant accused Respondent of infringing the non-amended claim set.  

• Federal Circuit: Affirmed. Prosecution history estoppel does not apply, and 
does not preclude application of the DOE. The narrowing amendment was 
peripheral to, and not directly relevant to, the alleged equivalent.  
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Indirect Infringement – § 271(g)  

 

Whoever without authority imports into the United States or 

offers to sell, sells, or uses within the United States a 

product which is made by a process patented in the United 

States shall be liable as an infringer, if the importation, offer 

to sell, sale, or use of the product occurs during the term of 

such process patent….  
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Indirect Infringement – § 271(g)  

Syngenta Crop Protection, LLC v. Willowwood LLC  944 F.3d 1344 (2019) 
 

• Lower court: Willowwood not liable for importing pesticide products made 
abroad by multiple parties  

 

• Fed. Cir.: lower court erred in concluding that § 271(g) requires that the 
process by which the product is made be performed by a single entity. 

 

• Contrast to liability for under a method patent under § 271(a) and § 271(b) – 
single actor 

 

• What matters for 271(g) is the importation/sale of a product made by a U.S. 
patented process, not the details of who practiced the relevant patent. 
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