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Agenda -  

• TCL v. Ericsson (CAFC) 

• Prior opinions –  

– Motorola v. Microsoft (J. Robart) 

– Ericsson v. D-Link (J. Davis) 

– In re Innovatio (J. Holderman) 

• Special Verdict Form? 
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CAFC Panel Decision 

• Date – December 5, 2019 

• Panel – Newman, Chen (author) & Hughes 

• Holding – vacate-in-part, reverse-in-part, and remand  

• Counsel –  

– TCL – Sheppard, Mullin 

– Ericsson – MoloLamken & McKool Smith 
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Background - 

• The District Court “created” a license – 

– (1) a prospective FRAND royalty rate for practicing each 

standard, and  

– (2) a “release payment” based on a retrospective FRAND rate 

for TCL’s past sales.  

• Issue: whether Ericsson had a Seventh Amendment right 

to a jury trial on the “release payment” term.  

– Ericsson proposed the “release payment” for “TCL’s past 

unlicensed sales.”  
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CAFC Holding -  

• Held: “Because we conclude that the release payment is in 

substance compensatory relief for TCL’s past patent 

infringing activity, we hold that Ericsson was entitled to a 

jury trial on the calculation of the release payment amount, 

… .”  
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Grounds for Appeal - 

• According to Ericsson, the release payment term, … was 

“decidedly legal” and thus entitled “Ericsson to a jury on all 

asserted claims.”  

– The district court disagreed.  

• The district court explained in a single sentence that it had decided to 

proceed with a bench trial after it “ruled that TCL’s remaining claims 

were equitable.”  
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CAFC Panel - Discussion 

• In cases that have “legal and equitable claims,” and issues 

common to both, the court must conduct a jury trial on “any 

legal issues for which a trial by jury is timely and properly 

demanded.” Dairy Queen, 369 U.S. at 472–73.  

 

• It is hard to see how a payment for TCL’s past unlicensed 

sales is in substance materially different from damages for 

past patent infringement. 
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TCL’s Arguments on Appeal – Injunction 

• As a term included in an injunction order, the release 

payment constitutes specific performance for a contract.  

– CAFC:  Because the release payment was ordered in the form 

of an injunction does not necessarily make it equitable.  

• See, e.g., … Paice LLC v. Toyota Motor Corp., 504 F.3d 1293, 1315–16 

(Fed. Cir. 2007) (holding that the court did not violate patent owner’s 

right to a jury trial by calculating an “ongoing royalty rate” for patent 

infringement in a bench trial).  
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TCL’s Arguments on Appeal – Restitution 

• TCL also argued the release payment is equitable because it 
was ordered as restitution for TCL’s past unlicensed sales.  
– According to TCL, the release payment was a “way to retroactively 

restore to Ericsson that which it would have already received if the 
FRAND terms and conditions had previously been set, and a license 
not delayed.” 

– CAFC:  that does not end the inquiry, because restitution can be 
either legal or equitable.  

• In cases that have “legal and equitable claims,” and issues common to both, 
the court must conduct a jury trial on “any legal issues for which a trial by jury 
is timely and properly demanded.” Dairy Queen, 369 U.S. 469, 472–73 
(1962).  



CAFC Holding -  

• At bottom, regardless of whether we characterize the 

release payment term as compensation … or restitution … 

the underlying nature of the relief is legal.  

– Great-West Life, 534 U.S. 204, 214 (2002) (“The basis for 

petitioners’ claim is . . . that petitioners are contractually entitled 

to some funds for benefits that they conferred. The kind of 

restitution that petitioners seek, therefore, is not equitable . . . 

but legal—the imposition of personal liability for the benefits that 

they conferred upon respondents.”) 
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CAFC – cont. 

• TCL’s attempt to recharacterize the release payment as 

restitution for “TCL’s past unlicensed sales” … improperly 

focuses on the form of the relief, rather than its underlying 

substance.  
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Now What? 

• So, where does that leave us? 

– Juries need to determine retroactive FRAND rates 

– But, juries calculate past damages all the time … 

• Comparable licenses are considered 

• So, what about performing math calculations??? 

– CAFC equation -  

 

 



J. Selna’s Math Calculations -  

13 



Prior Cases & Calculations -  

• Motorola v. Microsoft – J. Robart  (WDWA 2013) 

– Calculated FRAND for 802.11 (WiFi) and H.264 (video) standards 

– 207-page opinion! 

– Example equations: 
Cx(P+ - P. -OC) + E = A+ - A. – OC 

P+ - P. - OC + E = A+ - A – OC 

A+ = 2xP+ + .5x2xP+ = 3xP+ 

• In re Innovatio – J. Holderman (NDIL 2013) 
– Calculated FRAND for WiFi standard 

– 89-page opinion! 

 



Prior Cases – cont. 

• Ericsson v. D-Link – J. Davis (EDTX 2013) 

– 8-day jury trial 

– 89-page opinion! 



Query? 

• Do we really think that juries can “do the math” in SEP 

cases? 

– Is there reversible error for mathematical mistakes? 

• Are the prior decisions now 

overruled/vacated/reversed??? 



Proposed Special Verdict Form -  



Proposed Special Verdict Form – cont. 



Conclusions -  

• Judge Robart: Microsoft 

– “To decide whether Motorola's opening offers were in good 

faith, a fact-finder must be able to compare them … . However, 

… the RAND royalty rate is a heavily disputed, fact-sensitive 

issue that must be resolved by a finder of fact. … Accordingly, 

the court held a bench trial …” [Order-6.] 

 



Conclusions – cont. 

• Judge Holderman:  Innovatio 

– “Following discovery, but before claim construction, the parties 

and the court agreed that the best course toward resolving the 

parties' disputes would be to pause and evaluate the potential 

damages available to Innovatio if the Defendants are found to 

infringe the claims of Innovatio's patents … .” [Slip op. at 2.] 

 



Conclusions – cont. 

• J. Davis: D-Link 
• The jury awarded damages of between $435,000 and $3,555,000 against the 

defendants 

• “There is no need for the Court to determine an appropriate RAND royalty for 

the infringed patents because the jury already determined a reasonable 

royalty for those same patents, and the jury considered Ericsson's RAND 

obligations when rendering its verdict.”  [Slip op. at 18.] 

• “Defendants presented significant RAND evidence during the jury portion of 

the trial. In fact, a significant portion of Defendants' damages argument was 

based on Ericsson's RAND obligations.”  [Id. at 19.] 



From Innovatio:  J. Holderman 

• “In June 2013, a jury found that three of Ericsson's 802.11n 
standard-essential patents were infringed and awarded damages 
in the amount of $10.1 million. [Citation omitted.]  
– Based on that verdict, the court calculated a RAND rate of 15 cents per 

unit for the infringement, which it awarded to Ericsson as an ongoing 
future royalty.  

– The jury was plainly instructed on the RAND obligation, and rendered 
its verdict taking RAND into account.”  [Slip op. at 87.] 

• “The jury obviously provided no explanation of how that 
RAND rate was determined, and so the court has no 
information about how important the jury believed 
Ericsson's patents to be to the 802.11n standard.” [Id.] 
 



Thank you! 


